REMARKS 

Claims 1-33, 42-45 and 50-52 are pending in the present application. 

The specification is objected to because of several informalities. The unit 
of length "im" on page 19, lines 3-4, is a typographical error and has been replaced with 
the unit of length "urn" to make proper sense of the unit of length. 

Claims 13-16 stand objected to on the same grounds in that the unit of 
length "im" does not make any sense. Applicants have amended these claims to correct 
the typographical error. Claim 42 has been amended to remove its improper multiple 
dependency. In view of these amendments, the objection should be withdrawn. 

Claims 1-4, 7-10, 17-18, 24-27 and 30-31 stand rejected under 35 U.S.C. 
103(a) as being unpatentable over Honma and Noguchi. 

Honma discloses a golf shaft having an inner layer 1 that is formed of a 
number of prepreg layers and an outer layer 3 that is formed of a hybrid prepreg of metal 
fiber and carbon fiber. The hybrid prepreg that forms the outer layer 3 is formed by 
disposing the metal fibers 15 on the surface of a sheet 13 of impregnated glass cloth and 
press rolling the two together. A carbon fiber sheet is pressed on the metal fiber 15 to 
form the hybrid prepreg. After winding all of the prepregs and heating and hardening 
them, a transparent coating is applied. 

With respect to the Examiner's reference to Fig. 5(b) of Honma, 
Applicants respectfully point out that Figs. 5(a) to 5(f) concern the manufacture of the 
carbon fiber prepreg as opposed to the metal wires in the metal wire layer. In other 
words, the Examiner is inappropriately reading the claimed feature of the metal wire 
layers on the carbon fiber prepreg that is shown in Figs. 5(a) to 5(f). It is in appropriate 
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for the Examiner to equate the carbon fibers of the Honma reference with the metal wires 
recited in claim 1 . 

The Noguchi reference discloses a golf club shaft and a production 
method thereof. The passages that the Examiner is citing with reference to Noguchi are 
actually a discussion of the prior art, as illustrated in Figs. 4-8. As described in these 
passages, the conventional golf club shaft includes an inner layer 1 1 formed of a high- 
strength fiber impregnated with matrix; a middle layer 13 formed of a string member 15 
made of amorphous fiber, carbon fiber, of Kevlar fiber in the form of a mesh ; and an 
outer layer 17 comprising fiber and matrix which become transparent after curing (e.g., 
glass sheets). \xfi^ ^ 



4& 



Claim 1 has been amended to recite a golf shaft that has a metal wire layer 
over a main layer. The metal wire layer includes a first metal wire layer and a second 
metal wire layer with a transparent layer disposed between the first and second metal 
wire layers. In the outstanding Office Action, the Examiner makes the statement that in 
view of Noguchi and the example of layers in Fig. 5(b) of Honma, that it would have 
been obvious to modify the shaft of Honma to have a first metal wire layer and a second 
metal wire layer with a transparent layer therebetween. Applicants respectfully disagree 
with such a conclusion since there is absolutely no disclosure or suggestion of having two 
separate metal wire layers that are spaced from one another with a transparent layer Q 
therebetween. As previously mentioned, Honma only discloses a single layer of metal 
fibers that are disposed on a fiber/matrix sheet to form the outer layer (with a carbon fiber 
layer being the other layer that is in contact with the metal fibers). Fig. 5(b) of Honma 
describes a carbon fiber prepreg that is used in the inner layer and in no way does it 
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disclose one or more metal wire layers. While Noguchi does disclose a metal layer, there 
is only a single mesh layer that is provided between an inner layer and an outer layer. 
Once again, there is a lack of teaching of providing two metal wire layers that are spaced 
apart from one another by way of a transparent layer that is disposed between the two 
metal wire layers. The Examiner makes the broad statement that the two references 
suggest such an arrangement; however, Applicants can find no support or suggestion of 
such a position since neither contemplates two metal wire layers that are spaced from one 
another by a transparent layer. The two references do teach multiple fiber layers (See 
Fig. 5(b)); however, these layers are not metal wire layers and there is not a transparent 
layer therebetween. 

In other words, there is no teaching of forming two separate metal layers 
that are spaced and orientated in a certain manner relative to one another and are formed 
between different layers so that the two metal layers do not simply lie between the same 
two layers but rather are offset from one another. Such an arrangement is not shown in 
any of the cited references. Applicants respectfully submit that there is no teaching of 
providing separate, displaced metal wire layers since the cited references teach no more 
than providing a single layer which , in some embodiments, is formed of wires aligned in 
one direction and then wires aligned in another direction but simply overlying one 
another to form a single metal wire layer as opposed to two layers having the claimed 
arrangement. 

Based on the foregoing, Applicants respectfully submit that one or more 
feature of the claimed golf shaft is not disclosed or suggested in the cited references and 
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therefore, the rejection should be withdrawn. Reconsideration and allowance are 
respectfully requested. 

Claim 2 has been amended in a similar manner and therefore, this claim 
should be allowed for the same reason why claim 1 should be allowed, as mentioned 
above. 

Claims 3 and 4 should be allowed for the same reasons as to why claim 1 
should be allowed, as noted above, since one or more features of claims 3 and 4 are 
neither disclosed nor suggested by the cited references. 

Claims 5-6, 11-16, 19-23, 28-29, 32-33 and 43-45 stand rejected under 35 
U.S.C. 103(a) as being unpatentable over Honma and Noguchi in view of Suzue. 

Claim 5 recites a structure similar to that recited in claims 1-4 with the 
exception that claim 5 recites that the first and second metal wire layers consist of flat 
metal wires. The Suzue reference discloses a hollow cylindrical member that is formed 
of a preimpregnation sheet made of reinforcing fibers impregnated with synthetic resins. 
A synthetic resins layer with a metallic member is provided on an outer periphery of the 
main body. Once again, the Suzue reference fails to cure the deficiencies of the primary 
reference since the Suzue reference does not disclose or suggest using two metal wire 
layers that are spaced apart from one another by a transparent layer. 

Claim 6 should be allowed for the same reasons why claim 5 should be 
allowed, as stated above. More specifically, two separate metal wire layers are recited 
with a transparent layer therebetween. These features are neither disclosed nor suggested 
by the cited references and therefore, reconsideration and allowance of this claim are 
respectfully requested. 
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Dependent claims 7 and 24 should be allowed as depending from what 
should be an allowed independent claim 1; claims 8, 21 and 25 should be allowed as 
depending from what should be an allowed independent claim 2; claims 9, 13, 17, 26 and 
30 should be as depending from what should be an allowed independent claim 3; claims 
10, 14, 19, 22, 27, and 31 should be allowed as depending from what should be an 
allowed independent claim 4; claims 1 1, 15, 19, 23, 28 and 32 should be allowed as 
depending from what should be an allowed independent claim 5; and claims 12, 16, 20, 
29 and 33 should be allowed as depending from what should be an allowed independent 
claim 6. 

Claims 50-52 have been added by way of this Amendment. Independent 
claim 50 recites a golf shaft that includes two metal wire layers that have two different 
orientations and are spaced apart from one another by another layer formed therebetween. 
Applicants respectfully submit that these features are neither disclosed nor suggested by 
the cited references for the detailed reasons provided above in the discussion of earlier 
claims. Allowance of claim 50 is in order and claims 51-52 should be allowed as 
depending from what should be an allowed independent claim. 
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It is believed that the present Amendment is fully responsive to the 
outstanding Office Action. If there are any other issues remaining which the Examiner 
believes could be resolved through either a Supplemental Response or an Examiner's 
Amendment, the Examiner is respectfully requested to contact the undersigned at the 
telephone number indicated below. 




EDWARD J. ELLIS 
Reg. No. 40,389 
Attorney for Applicants 



DARBY & DARBY, P.C. 
805 Third Avenue 
New York, N.Y. 10022 
Phone (212) 527-7700 
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Page 18, please replace the paragraph beginning with "The thicker" with the 
following paragraph: 

The thicker the transparent layer 3 is, the larger the three-dimensional 
effect is; however, a larger three-dimensional effect leads to an increase in the overall 
weight of the golf shaft S. In this sense, preferably the thickness should be from 10 [im] 
urn to 100 [im] urn. 

RECEIVED 

JUN 1 9 2003 

IN THE CLAIMS TCPUMni rt „ 
TECHNOLOGY CENTER R3700 

1 . (Amended) A golf shaft produced by baking a plurality of fiber 
prepreg layers, the shaft being a laminate comprising: 

a main layer consisting of resin-impregnated high-strength high-elasticity 

fiber; 

a metal wire layer laid over the main laye r, wherein the metal wire layer 
comprises a first metal wire layer and a second metal wire layer with a transparent layer 
disposed between the first and second metal wire layers ; and 

a layer of low-elasticity fiber, laid over the metal wire layer, impregnated 
with resin through which the underlying metal wire layer can be seen. 
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(Amended) A golf shaft produced by baking a plurality of fiber 



prepreg layers, the shaft being a laminate comprising: 



a main layer consisting of resin-impregnated high-strength high-elasticity 



fiber; 



a metal wire layer laid over the main layer, which consists of metal wires 



aligned bias with respect to the axis of the main layer , wherein the metal wire layer 
comprises a first metal wire layer and a second metal wire layer with a transparent layer 
disposed between the first and second metal wire layers ; and 

a layer of low-elasticity fiber, laid over the metal wire layer, impregnated 
with resin through which the underlying metal wire layer can be seen. 

13. (Amended) The golf shaft as claimed in Claim 3, wherein the 
transparent layer has a thickness from 10 [im] um to 100 [im] ym. 

14. (Amended) The golf shaft as claimed in Claim 4, wherein the 
transparent layer has a thickness from 10 [im] um to 100 [im] um. 

15. (Amended) The golf shaft as claimed in Claim 5, wherein the 
transparent layer has a thickness from 10 [im] um to 100 [im] um. 

16. (Amended) The golf shaft as claimed in Claim 6, wherein the 
transparent layer has a thickness from 10 [im] um to 100 [im] um. 
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42. (Amended) A golf club consisting of a head set on one end of 
[any of] the golf [shafts] shaft as claimed in [Claims 1 to 39] Claim 1 and a grip covering 
the other end, wherein the metal wire layer lies somewhere in the uncovered area 
between the head and the grip. 
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